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§ 1.9(c) of this part. Where there are
joint inventors in an application, each
inventor must file a statement estab-
lishing status as an independent inven-
tor in order to qualify as a small enti-
ty. Where any rights have been as-
signed, granted, conveyed, or licensed,
or there is an obligation to assign,
grant, convey, or license, any rights to
a small business concern, a nonprofit
organization, or any other individual, a
statement must be filed by the indi-
vidual, the owner of the small business
concern, or an official of the small
business concern or nonprofit organiza-
tion empowered to act on behalf of the
small business concern or nonprofit or-
ganization identifying their status. For
purposes of a statement under this
paragraph, a license to a Federal agen-
cy resulting from a funding agreement
with that agency pursuant to 35 U.S.C.
202(c)(4) does not constitute a license
as set forth in § 1.9 of this part.

(c)(1) Any statement filed pursuant
to paragraph (a) of this section on be-
half of a small business concern must:

(i) Be signed by the owner or an offi-
cial of the small business concern em-
powered to act on behalf of the con-
cern;

(ii) State that the concern qualifies
as a small business concern as defined
in § 1.9(d); and

(iii) State that the exclusive rights
to the invention have been conveyed to
and remain with the small business
concern or, if the rights are not exclu-
sive, that all other rights belong to
small entities as defined in § 1.9.

(2) Where the rights of the small
business concern as a small entity are
not exclusive, a statement must also be
filed by the other small entities having
rights stating their status as such. For
purposes of a statement under this
paragraph, a license to a Federal agen-
cy resulting from a funding agreement
with that agency pursuant to 35 U.S.C.
202(c)(4) does not constitute a license
as set forth in § 1.9 of this part.

(d)(1) Any statement filed pursuant
to paragraph (a) of this section on be-
half of a nonprofit organization must:

(i) Be signed by an official of the non-
profit organization empowered to act
on behalf of the organization;

(ii) State that the organization quali-
fies as a nonprofit organization as de-

fined in § 1.9(e) of this part specifying
under which one of § 1.9(e) (1), (2), (3), or
(4) of this part the organization quali-
fies; and

(iii) State that exclusive rights to
the invention have been conveyed to
and remain with the organization or if
the rights are not exclusive that all
other rights belong to small entities as
defined in § 1.9 of this part.

(2) Where the rights of the nonprofit
organization as a small entity are not
exclusive, a statement must also be
filed by the other small entities having
rights stating their status as such. For
purposes of a statement under this
paragraph, a license to a Federal agen-
cy pursuant to 35 U.S.C. 202(c)(4) does
not constitute a conveyance of rights
as set forth in this paragraph.

[62 FR 53183, Oct. 10, 1997]

§ 1.28 Effect on fees of failure to estab-
lish status, or change status, as a
small entity.

(a)(1) The failure to establish status
as a small entity (§§ 1.9(f) and 1.27 of
this part) in any application or patent
prior to paying, or at the time of pay-
ing, any fee precludes payment of the
fee in the amount established for small
entities. A refund pursuant to § 1.26 of
this part, based on establishment of
small entity status, of a portion of fees
timely paid in full prior to establishing
status as a small entity may only be
obtained if a statement under § 1.27 and
a request for a refund of the excess
amount are filed within two months of
the date of the timely payment of the
full fee. The two-month time period is
not extendable under § 1.136. Status as a
small entity is waived for any fee by
the failure to establish the status prior
to paying, at the time of paying, or
within two months of the date of pay-
ment of, the fee.

(2) Status as a small entity must be
specifically established in each applica-
tion or patent in which the status is
available and desired. Status as a small
entity in one application or patent
does not affect any other application or
patent, including applications or pat-
ents which are directly or indirectly
dependent upon the application or pat-
ent in which the status has been estab-
lished. The refiling of an application
under § 1.53 as a continuation, division,
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or continuation-in-part (including a
continued prosecution application
under § 1.53(d)), or the filing of a reissue
application requires a new determina-
tion as to continued entitlement to
small entity status for the continuing
or reissue application. A nonprovi-
sional application claiming benefit
under 35 U.S.C. 119(e), 120, 121, or 365(c)
of a prior application, or a reissue ap-
plication may rely on a statement filed
in the prior application or in the pat-
ent if the nonprovisional application or
the reissue application includes a ref-
erence to the statement in the prior
application or in the patent or includes
a copy of the statement in the prior ap-
plication or in the patent and status as
a small entity is still proper and de-
sired. The payment of the small entity
basic statutory filing fee will be treat-
ed as such a reference for purposes of
this section.

(3) Once status as a small entity has
been established in an application or
patent, the status remains in that ap-
plication or patent without the filing
of a further statement pursuant to
§ 1.27 of this part unless the Office is
notified of a change in status.

(b) Once status as a small entity has
been established in an application or
patent, fees as a small entity may
thereafter be paid in that application
or patent without regard to a change in
status until the issue fee is due or any
maintenance fee is due. Notification of
any change in status resulting in loss
of entitlement to small entity status
must be filed in the application or pat-
ent prior to paying, or at the time of
paying, the earliest of the issue fee or
any maintenance fee due after the date
on which status as a small entity is no
longer appropriate pursuant to § 1.9 of
this part. The notification of change in
status may be signed by the applicant,
any person authorized to sign on behalf
of the assignee, or an attorney or agent
of record or acting in a representative
capacity pursuant to § 1.34(a) of this
part.

(c) If status as a small entity is es-
tablished in good faith, and fees as a
small entity are paid in good faith, in
any application or patent, and it is
later discovered that such status as a
small entity was established in error or
that through error the Office was not

notified of a change in status as re-
quired by paragraph (b) of this section,
the error will be excused upon payment
of the deficiency between the amount
paid and the amount due. The defi-
ciency is based on the amount of the
fee, for other than a small entity, in ef-
fect at the time the deficiency is paid
in full.

(d)(1) Any attempt to fraudulently (i)
establish status as a small entity or (ii)
pay fees as a small entity shall be con-
sidered as a fraud practiced or at-
tempted on the Office.

(2) Improperly and with intent to de-
ceive

(i) Establishing status as a small en-
tity, or

(ii) Paying fees as a small entity
shall be considered as a fraud practiced
or attempted on the Office.

(35 U.S.C. 6, Pub. L. 97–247; 15 U.S.C. 1113,
1123)

[47 FR 40140, Sept. 10, 1982, as amended at 49
FR 553, Jan. 4, 1984; 57 FR 2033, Jan. 17, 1992;
58 FR 54509, Oct. 22, 1993; 60 FR 20222, Apr. 25,
1995; 62 FR 53183, Oct. 10, 1997]

Subpart B—National Processing
Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

§ 1.31 Applicants may be represented
by a registered attorney or agent.

An applicant for patent may file and
prosecute his or her own case, or he or
she may be represented by a registered
attorney, registered agent, or other in-
dividual authorized to practice before
the Patent and Trademark Office in
patent cases. See §§ 10.6 and 10.9 of this
subchapter. The Patent and Trademark
Office cannot aid in the selection of a
registered attorney or agent.

[50 FR 5171, Feb. 6, 1985]

§ 1.32 [Reserved]

§ 1.33 Correspondence respecting pat-
ent applications, reexamination
proceedings, and other proceedings.

(a) The applicant, the assignee(s) of
the entire interest (see §§ 3.71 and 3.73)
or an attorney or agent of record (see
§ 1.34(b)) may specify a correspondence
address to which communications

VerDate 18<JUN>99 00:52 Aug 04, 1999 Jkt 183133 PO 00000 Frm 00029 Fmt 8010 Sfmt 8010 Y:\SGML\183133T.XXX pfrm06 PsN: 183133T


